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earned patent term adjustment. See 37 CFR 1 .704(b). 
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1 )E3 Responsive to communication(s) filed on 25 June 2003 . 
2a)D This action is FINAL. 2b)^ This action is non-final. 
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closed in accordance with the practice under Ex parte Quay/e, 1935 CD. 11, 453 O.G. 213. 
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5) D Claim(s) is/are allowed. 

6) IEI Claim(s) 1-8.11,12 and 14-19 is/are rejected. 
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8) D Claim(s) are subject to restriction and/or election requirement. 

Application Papers 
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10)[X] The drawing(s) filed on 06-25-03 is/are: a)S accepted or b)D objected to by the Examiner. 

Applicant may not request that any objection to the drawing(s) be held in abeyance. See 37 CFR 1 .85(a). 
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DETAILED ACTION 



Claim Objections 

1 . Claims 1-19 are objected to because of the following informalities: In claim 1 line 3, the 
applicant uses the language, "forming a first image on the paper." Maybe the applicant meant, 
"forming a first image on a paper." Appropriate correction is required. 

Claim Rejections - 35 USC § 102 

2. The following is a quotation of the appropriate paragraphs of 35 U.S.C. 102 that form the 
basis for the rejections under this section made in this Office action: 

A person shall be entitled to a patent unless - 

(b) the invention was patented or described in a printed publication in this or a foreign country or in public use or on 
sale in this country, more than one year prior to the date of application for patent in the United States. 

3. Claims 1, 3, 4, 7, 8, 11, 12, 14, 15, 16, 17, 18, and 19 are rejected under 35 U.S.C. 102(b) 
as being anticipated by Manzer et al (US 6,256,463). Figures 2 and 12 of Manzer et al. teach the 
claimed invention. As illustrated in Figure 5, Manzer et al. teaches, an image forming apparatus 
comprising, a first image forming unit 1 1 having a first printing section (not numbered) for 
forming a first image on a paper. As illustrated in Figures 2 and 12, and as outlined in column 1 1 
lines 34-38, Manzer et al. also teaches a second image forming unit 10 having a second printing 
section (22, Dl) for forming a second image on the paper. Figure 2 illustrates a paper-conveying 
unit 16 (and Figure 12 a paper conveying unit 49) for conveying the paper from the first image- 
forming unit 1 1 to the second image- forming unit 10. See also column 7 lines 55-65. 
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With respect to claims 3 and 8, as outlined in column 7 lines 55-65, Manzer et al. teaches 
the second image forming unit 10 to use one recording medium (monochromatic) and the first 
image forming unit 1 1 to use a different recording medium (color). 

With respect to claims 4 and 8, as outlined in column 7 lines 23-39, Manzer et al. teaches 
the printers to be electrographic printers, all of which use some type of toner. 

With respect to claim 7, as outlined in column 7 lines 55-65, Manzer et al. teach the use 
of color in the first image forming unit 11. 

With respect to claim 1 1, column 13 lines 5-25 of Manzer et al. teach the second image 
forming unit 10 having a second reversing section (W4, W2) for reversing the paper on which 
the second image is formed, and for delivering the paper to the second printing section Dl . 

With respect to claim 12, column 13 line 21 teaches the second image forming unit 10 
forming a fourth image on the paper delivered from the second reversing section (W4, W2). 

With respect to claim 14, as illustrated in Figure 12, the paper conveying unit 49 includes 
a first conveyance passage (44, 47) for passing the paper from the first image forming unit 1 1 to 
the second image forming unit 10, and a second conveyance passage 48 connected to the first 
conveyance passage, for transmitting the paper to the outside. See column 12 lines 19-25 
teaching the use of passage 48 for directing paper to the outside. 

With respect to claim 15, as illustrated in Figure 2, Manzer et al. teaches the first image 
forming unit 1 1 having a first paper supply 15 for supplying paper to the first printing section, 
and the second image forming unit 10 having a second paper supply section 14 for supplying 
paper to the second printing section 22. 
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With respect to claim 16, Figures 2 and 12 of Manzer et al. teach the first image forming 
unit 1 1 and the second image-forming unit 10, detachable from the paper conveying unit (16, 
49). 

With respect to claim 17, the Manzer et al. teaches the first image forming unit 1 1 and the 
second image forming unit 10 capable of forming an image on the paper and outputting the paper 
independently. 

With respect to claim 18, insofar as structure is outlined, Manzer et al. teaches the 
claimed invention. In view of the modular structure illustrated in Figure 1, the first printing unit 
1 1 (and therefore the first printing section) and the second printing unit 10 (and therefore the 
second printing section) are exchangeable. 

With respect to claim 19, again, insofar as structure is recited, Manzer et al. teaches the 
claimed invention as recited in the rejection to claim 1. The apparatus of Manzer et al. is also 
capable of performing the functions outlined in claim 19. 

Claim Rejections - 35 USC §103 

4. The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set forth in 
section 102 of this title, if the differences between the subject matter sought to be patented and the prior art are 
such that the subject matter as a whole would have been obvious at the time the invention was made to a person 
having ordinary skill in the art to which said subject matter pertains. Patentability shall not be negatived by the 
manner in which the invention was made. 

5. Claim 2 is rejected under 35 U.S.C. 103(a) as being unpatentable over Manzer et al. (US 
6,256,463) in view of Horie et al. (US 5,208,640). As outlined in the above rejection to claim 1, 
Manzer et al. teaches all the claimed structure, except Manzer et al. does not teach the first and 
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second printing units using the same recording material. Horie et al. teaches a printing device 
similar to that of Manzer et al. As illustrated in Figure 3, Horie et al. teaches, an image forming 
apparatus comprising, a first image forming unit 30c having a first printing section LM for 
forming a first image on a paper. As illustrated in Figure 3 Horie et al. also teaches a second 
image forming unit 30b having a second printing section MM for forming a second image on the 
paper. The first and second printing units of Horie et al. use the same recording material. To 
one of ordinary skill in the art, it would have been obvious to use printing units with the same 
recording material, as taught by Horie et al., in the invention of Manzer et al., in order to provide 
similar prints simultaneously, as taught in the Abstract Horie et al. 

6. Claims 5 and 6 are rejected under 35 U.S.C. 103(a) as being unpatentable over Manzer et 
al. (US 6,256,463) in view of Nonomura et al. (US 6,389,253). As outlined in the above 
rejection to claim 1, Manzer et al. teaches all the claimed structure, except Manzer et al. is silent 
on whether the toner used is ferronmagnetic, non-magnetic toner, or both. Nonomura et al. 
teaches a printer similar to that of Manzer et al. As outlined in column 14 lines 17-20, the 
apparatus of Nonomura et al. may use magnetic and non-magnetic toner. To one of ordinary 
skill in the art, it would have been obvious to use magnetic toner, non-magnetic toner, or a 
combination thereof (as recited in claims 5 and 6), as a simple substitution of one known toner 
for another, because both types of toner are known to produce similar effect and action, as taught 
by Nonomura et al. in column 14 lines 17-20. 



Allowable Subject Matter 
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7. Claims 9, 10, and 13 are objected to as being dependent upon a rejected base claim, but 
would be allowable if rewritten in independent form including all of the limitations of the base 
claim and any intervening claims. 

Claim 9 is indicated allowable because the prior art of record does not teach or render 
obvious the total combination for a printer including, a paper conveying unit for conveying the 
paper from the first image forming unit to the second image forming unit, wherein the first image 
forming unit has a first reversing section for reversing the paper on which the first image is 
formed and for delivering the paper to the first printing section or the paper conveying unit. 

Claim 13 is indicated allowable because the prior art of record does not teach or render 
obvious the total combination for a printer including, wherein the second image forming unit 
includes a first conveyance passage for transmitting the paper delivered from the paper 
conveying unit via the second printing section to the outside, and a second conveyance passage 
connected to the first conveyance passage, for transmitting the paper to the outside so as to 
bypass the second printing section. 

Conclusion 

Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Dave A Ghatt whose telephone number is (571) 272-2165. The 
examiner can normally be reached on Mondays through Friday 8:00 AM to 5:30 PM. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Andrew H Hirshfeld can be reached on (571) 272-2168. The fax phone number for 
the organization where this application or proceeding is assigned is 703-872-9306. 
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Information regarding the status of an application may be obtained from the Patent 
Application Information Retrieval (PAIR) system. Status information for published applications 
may be obtained from either Private PAIR or Public PAIR. Status information for unpublished 
applications is available through Private PAIR only. For more information about the PAIR 
system, see http://pair-direct.uspto.gov. Should you have questions on access to the Private PAIR 
system, contact the Electronic Business Center (EBC) at 866-217-9197 (toll-free). 
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